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DETAILED ACTION 

1 . This Office Action is responsive to the Amendment filed on 1 1 /09/2005. 

2. The indicated allowability of claims 1 2-1 8 is withdrawn in view of the newly 
discovered reference(s) to Yoshimura et al (US Patent No. 5,835,646). Rejections 
based on the newly cited reference(s) follow. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 13-17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yoshimura et al (US Patent No. 5,835,646). 

Regarding claim 13, referring to figures 1C-1 D and 2B, Yoshimura teaches an 
optical receiver, comprising: 

a light receiving element (i.e., photodiode PD, Fig. 1C) disppsed on a first 
substrate; 
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a high-frequency line disposed on a second substrate (Fig. 1 C) separated from 
the first semiconductor substrate; and 

a traveling-wave optical modulator (Fig. 1C) in which an electrode used for 
detecting an electric output of the light receiving element is electrically connected to the 
high-frequency line, the electrode being included in the light receiving element (col. 7, 
lines 1-10). 

Regarding claim 14, Yoshimura further teaches the first substrate is fixedly 
secured to the second substrate with an active layer side of the light receiving element 
disposed on the first substrate and a high-frequency line side of the second substrate 
facing each other (see Fig. 1 D). 

Regarding claim 15, Yoshimura further teaches the light receiving element has a 
plurality of light receiving areas that are disposed at predetermined intervals cyclically; 
and said optical receiver comprises a traveling-wave optical modulator to which an 
electrode used for detecting each electric output of the light receiving element is 
electrically connected, said each electric output being produced in each of the 
plurality of light receiving areas (Figs. 1C and 1D, col. 7, lines 1-10). 

Regarding claim 16, Yoshimura further teaches a preamplifier circuit is disposed 
on the second substrate; and an input portion of the preamplifier circuit is electrically 
connected to the high-frequency line (see Figs. 10a-10d). 

Regarding claim 17, Yoshimura further teaches a preamplifier circuit is disposed 
on the second substrate; and the preamplifier circuit uses a traveling-wave type input 



Application/Control Number: 1 0/083,61 7 Page 4 

Art Unit: 2638 

mode, and an input portion of the preamplifier circuit is electrically connected to the 
high-frequency line (see Figs. 10a-10d). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 12 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mirshekar-Syahkal et al (Pub. No.: US 2002/0109897 A1) in view of Yoshimura et 
al (US Patent No. 5,835,646). 

Regarding claim 12, referring to Figures 2, 5 and 6, Mirshekar-Syahkal teaches 
an optical transmitter, comprising: 

a semiconductor laser light source (i.e., laser light source 208, Fig. 2); and 

a traveling-wave optical modulator (i.e., optical modulator 504, Figs. 5 and 6) for 
modulating output light of the semiconductor laser light source; 

wherein the traveling-wave optical modulator (504, Figs. 5 and 6) comprises an 
external semiconductor modulator disposed on a first substrate (i.e., substrate 520, 
Figs. 5 and 6), the external semiconductor modulator (504) being capable of modulating 
output light of the semiconductor laser light source; and 

a high-frequency line (i.e., a high frequency line 506, Figs. 5 and 6) disposed-on 
a second substrate (i.e., substrate 502, Figs. 5 and 6) separated from the first substrate 
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(i.e., substrate 520, Figs. 5 and 6); and in the traveling-wave optical modulator, a control 
electrode for the external semiconductor modulator, which is included in the external 
semiconductor modulator, is electrically connected to the high-frequency line (see 
pages 4 and 5, paragraphs [0038]-[0045]). 

Mirshekar-Syahkal differs from claim 12 in that he fails to specifically teach the 
first substrate is fixedly secured to the second substrate with an active layer side of the 
external semiconductor modulator disposed on the first substrate and a high-frequency 
line side of the second substrate facing each other, and an optical receiver comprising a 
light receiving element disposed on a third substrate, a high-frequency line disposed on 
a fourth substrate separated from the first semiconductor substrate, and a traveling- 
wave optical modulator in which an electrode used for detecting an electric output of the 
light receiving element is electrically connected to the high-frequency line, the electrode 
being included in the light receiving element, wherein the third substrate is fixedly 
secured to the fourth substrate with an active layer side of the light receiving element 
disposed on the third substrate and a high-frequency line side of the fourth substrate 
facing each other. However Yoshimura in US Patent No. 5,835,646 teaches the first 
substrate is fixedly secured to the second substrate with an active layer side of the 
external semiconductor modulator disposed on the first substrate and a high-frequency 
line side of the second substrate facing each other, and an optical receiver comprising a 
light receiving element disposed on a third substrate, a high-frequency line disposed on 
a fourth substrate separated from the first semiconductor substrate, and a traveling- 
wave optical modulator in which an electrode used for detecting an electric output of the 
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light receiving element is electrically connected to the high-frequency line, the electrode 
being included in the light receiving element, wherein the third substrate is fixedly 
secured to the fourth substrate with an active layer side of the light receiving element 
disposed on the third substrate and a high-frequency line side of the fourth substrate 
facing each other (see Figures 1A-1D and 2A-2B, col. 7, lines 1-10). Therefore, it would 
have been obvious to one having skill in the art at the time the invention was made to 
incorporate the first substrate is fixedly secured to the second substrate with an active 
layer side of the external semiconductor modulator disposed on the first substrate and a 
high-frequency line side of the second substrate facing each other, and an optical 
receiver comprising a light receiving element disposed on a third substrate, a high- 
frequency line disposed on a fourth substrate separated from the first semiconductor 
substrate, and a traveling-wave optical modulator in which an electrode used for 
detecting an electric output of the light receiving element is electrically connected to the 
high-frequency line, the electrode being included in the light receiving element, wherein 
the third substrate is fixedly secured to the fourth substrate with an active layer side of 
the light receiving element disposed on the third substrate and a high-frequency line 
side of the fourth substrate facing each other as taught by Yoshimura in the system of 
Mirshekar-Syahkal. One of ordinary skill in the art would have been motivated to do this 
since Yoshimura suggests in column 7, lines 1-10 that using such the first substrate is 
fixedly secured to the second substrate with an active layer side of the external 
semiconductor modulator disposed on the first substrate and a high-frequency line side 
of the second substrate facing each other, and an optical receiver comprising a light 
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receiving element disposed on a third substrate, a high-frequency line disposed on a 
fourth substrate separated from the first semiconductor substrate, and a traveling-wave 
optical modulator in which an electrode used for detecting an electric output of the light 
receiving element is electrically connected to the high-frequency line, the electrode 
being included in the light receiving element, wherein the third substrate is fixedly 
secured to the fourth substrate with an active layer side of the light receiving element 
disposed on the third substrate and a high-frequency line side of the fourth substrate 
facing each other have advantage of allowing providing an optical communication 
system with high capacity and high speed and reducing the size, weight and cost of the 
device. 

Regarding claim 18, the combination of Mirshekar-Syahkal and Yoshimura 
teaches the first substrate and the third substrate are common, and the second 
substrate and the fourth substrate are common (see Figs. 10a-10d). 

Response to Arguments 

9. Applicant's arguments with respect to claims 12-1 8 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hanh Phan whose telephone number is (571 )272-3035. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kenneth Vanderpuye, can be reached on (571)272-3078. The fax phone 
number for the organization where this application or proceeding is assigned is 
(571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)305- 
4700. 
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